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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

Claims 1, 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1 , the phrase " to provide send and receive capabilities with an electronic 
service site" is unclear. 

In claim 5, the phrase ' to provide send and receive capabilities between the 
computer peripheral device and an external electronic service site" is unclear. 

Claim 14 recites the limitation "the CPU" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Danknick et al. (US 5,901 ,286) in view of Moshaiov (US 6,678,726). 
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As best understood by examiner, regarding claim 1, Danknick et al. disclose as 
shown in Fig. 1 an electronic service transaction apparatus comprising a computer 
peripheral device (1,3) having a communication link (6) to provide send and receive 
capabilities with an electronic service site ((20) via (4,8) wherein the communication link 
(6) is operative to connect the computer peripheral device with the electronic service 
site through the internet. Danknick et al. discloses sending an e-mail message to a 
workstation (See col. 13, lines 65-67). However, Danknick et al. fail to specifically 
disclose a messaging system and the messaging system is accessed directly by the 
computer peripheral device to initiate an electronic service transaction from the 
computer peripheral device with the electronic service site. In an analogous art, 
Moshaiov discloses a method and apparatus for automatically determining topology 
information for a computer within a message queuing network and has the capability to 
be accessed directly by the computer peripheral device to initiate an electronic service 
transaction from the computer peripheral device with an electronic service site (See 
abstract). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the electronic service transaction apparatus of Danknick et al. with 
the messaging system of Moshaiov in order to detect new message queuing system 
topology. 

As to claim 2, Danknick et al. disclose an embedded web server operative to 
forward a request for an electronic service to the electronic service site from the 
computer peripheral device wherein one of ordinary skill in the art would consider using 
a messaging system. 
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As to claim 3, Danknick et al. disclose the computer peripheral device as 
discussed but fail to specifically disclose a messaging system that enables initiation of 
an electronic service transaction from an electronic service site. In an analogous art, 
Moshaiov discloses a method and apparatus for automatically determining topology 
information for a computer within a message queuing network and has the capability to 
be accessed directly by the computer peripheral device to initiate an electronic service 
transaction from the computer peripheral device with an electronic service site (See 
abstract). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the electronic service transaction apparatus of Danknick et al. with 
the messaging system of Moshaiov in order to detect new message queuing system 
topology. 

As to claims 4-5, Danknick et al. the communication link as discussed but fails to 
specifically disclose the communication link provided by a mail client of the computer 
peripheral device that enables a user to submit an e-mail order using a mail program 
from the computer peripheral device to an external provider of electronic services. In an 
analogous art, Moshaiov discloses a method and system is provided for a message 
queuing computer to automatically determine system topology information wherein it 
discloses the capability to submit an e-mail order obviously using a mail program (See 
col. 1 , lines 20-25). It would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the system of Danknick et al. with that of Moshaiov to 
enable a user to submit an e-mail order using a mail program from the computer 
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peripheral device to an external provider of electronic services in order to send and 
receive information/messages. 

As to claim 6, Danknick et al. disclose a dedicated internet connection via world 
wide web (6) as shown in Fig. 1. but does not specifically disclose a messaging system. 
In an analogous art, Moshaiov discloses a method and apparatus for automatically 
determining topology information for a computer within a message queuing network and 
has the capability to be accessed directly by the computer peripheral device to initiate 
an electronic service transaction from the computer peripheral device with an electronic 
service site (See abstract; paragraph 0034). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify the electronic service 
transaction apparatus of Danknick et al. with the messaging system of Moshaiov in 
order to detect new message queuing system topology. 

As to claim 7, Danknick et al. disclose a computer peripheral device as 
discussed connects with an external server via the Internet (6) as shown in Fig.1 , the 
computer peripheral device accesses a document on the external server to render a 
web page, and the electronic service transaction comprises sending a URL for the 
document to the electronic service, and receiving a print stream from the external server 
for the document (See Fig. 1, 5; abstract). 

As to claim 8, Danknick et al. disclose the computer peripheral device 
automatically generates a consumable order message in response to the computer 
peripheral device detecting a need to replenish a consumable and further forwards a 
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notification to a consumable order web site on an external web server indicating a need 
to replenish the consumable (See abstract). 

As to claim 9, Danknick et al. disclose a computer peripheral device that 
comprises a printer(10, 17) connected with the Internet via the communication 
link, wherein a user accesses a document on the Internet via the printer and prints the 
document using the printer (See col. 3, lines 63-67-col. 4, lines 1-10). 

As to claim 16, Danknick et al. disclose a computer peripheral device that 
comprises an embedded web server (6) as shown in Fig. 1 . Danknick et al. fail to 
specifically disclose the electronic service site comprises a site web server and the 
communication link comprises an Internet messaging system extending between the 
computer peripheral device and the site server. In an analogous art, Moshaiov 
discloses a method and apparatus for automatically determining topology information 
for a computer within a message queuing network and has the capability to be 
accessed directly by the computer peripheral device to initiate an electronic service 
transaction from the computer peripheral device with an electronic service site (See 
abstract). It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the electronic service transaction apparatus of Danknick et al. with 
the messaging system of Moshaiov in order to detect new message queuing system 
topology. 

Claims 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Danknick et al. (US 5,901,286) in view of Christensen (US 5,862,431). 



Application/Control Number: 09/909,501 Page 7 

Art Unit: 2144 

As to claim 19, Danknick et al. disclose all but fail to specifically disclose 
detecting a need for an electronic services transaction comprises detecting a need to 
order toner. In an analogous art, Christensen discloses a toner detecting system with a 
toner sensing element that can be used obviously to detect a need to order toner (See 
abstract; col. 5, lines 1-5). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify the system of Danknick et al. with that of 
Christensen by having a toner detecting system in order to detect the toner level 
condition and to obviously order more supplies. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 10-15, 17-18, 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Danknick et al. (US 5,901,286). 

As to claim 10, Danknick et al. disclose a computer peripheral device comprising 
an output engine (82) as shown in Fig. 5; a transaction execution subsystem (74) 
communicating with the output engine; a communication interface (80) communicating 
with the transaction execution subsystem; and processing circuitry (81) communicating 
with the transaction execution subsystem and operative to initiate an electronic services 
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transaction from the transaction execution subsystem using the communication 
interface via an external network with an electronic services provider (See Figs. 1 , 5). 

As to claim 1 1 , Danknick et al. disclose the output engine (82; Fig. 5) comprises a 
print engine communicating with the transaction execution subsystem. 

As to claim 12, Danknick et al. disclose the communication interface comprises a 
user interface (90, 91) as shown in Fig. 5. of a computer peripheral device. 

As to claim 13, Danknick et al. disclose the transaction execution subsystem (74) 
as shown in Fig. 5 comprises an embedded web server. 

As to claim 14, Danknick et al. disclose the CPU (81) as shown in Fig. 5 is further 
operative to carry out an e-services transaction using the transaction execution 
subsystem of the computer peripheral device. 

As to claim 15, Danknick et al. disclose a method of initiating an electronic 
services transaction, comprising providing a computer peripheral device as shown in 
Fig. 1 having a communication link with an electronic service site and an interface 
system for initiating an electronic service transaction between the computer peripheral 
device and the electronic service site; detecting a need to initiate an electronic service 
transaction from the computer peripheral device with an external electronic service site; 
and initiating an electronic service transaction in response to the detected need using 
the computer peripheral device (See abstract; Fig. 1 , Fig. 5). 

As to claim 17, Danknick et al. disclose detecting a need for an electronic 
services transaction comprises receiving a user input (90, 91) as shown in Fig. 5 at a 
user interface of a computer peripheral device that initiates an e-services transaction. 
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As to claims 18, 20, Danknick et al. disclose the computer peripheral device 
comprises a printer (10, 17) wherein the printer completes an electronic services 
transaction with the electronic service site (See col. 3, lines 63-65). 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Webb (US20020143664 A10 discloses a network based gift reminder and 
purchasing system and method. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gertrude Arthur-Jeanglaude whose telephone number is 
(703) 308-7564. The examiner can normally be reached on Monday-Friday from 8:30 
a.m. to 6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Cuchlinski can be reached on (703) 308-3873. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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